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DETAILED ACTION 

1 . This Office Action is in response to amendment received 1 1/04/2005 with an 
original priority date of 01/24/2001. 

2. Claims 1-21 are pending, Claims 1, 14-15, and 17 are independent. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 11-15 and 17-21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Primis (Primis Custom Publishing, web pages describing product and 
features, dated circa 1998, Pages 1-12). 

In regard to independent Claim 1 (and similarly independent Claims 14-15 
and 17), Primis teaches a method of composing a virtual book from a set of 
electronically stored documentation comprising multiple books in that it allows a user 
(e.g., teacher, instructor, professor) to create custom publications online (virtual) using a 
custom publishing database that contains a collection of modular, stand-alone text files 
that can be mixed and matched and then seamlessly arranged to create a book "on 
demand" for a particular course (Pgs. 1-12). 

Primis also teaches identifying a plurality of topics based on the chapter and 
section headings in the documentation, wherein each said topic is associated with a 
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portion of the documentation (see Pgs. 6-12 showing publications listed by title, section 
(Pg. 6 first and third bullets); Pg. 7 shows details of 1 st bullet of Pg. 6 chapter and 
section headings in document). 

Primis also teaches determining a structure of the documentation, wherein said 
structure indicates a hierarchy of said topics within the documentation (see Pg. 9 shows 
a view of a hierarchy of said topics that the user can choose to view or add to their 
customized textbook from a given document source Hilton). 

Primis also teaches classifying each of said topics within one or more categories 
(Pg. 9 provides the opportunity for the author to reorder the content of the customized 
textbook, see option for Resequence in upper right-hand corner of page). 

Primis also teaches receiving a subject for a virtual book (Pg. 4). 

Primis also teaches composing said virtual book to include a subset of said 
topics that are relevant to said subject, and each said relevant topic includes a pointer 
to said associated portion of the documentation (Pg. 9 show options to add topics to the 
customized textbook by clicking Add to specific topics and subtopics within the Hilton 
text). The user can add or view content by clicking on links associated with topics in the 
various publications available, Pg. 9 depicting one such example document). 

Primis strongly implies that the complete virtual book can be stored for future 
access in that, once a professor or teacher gets the customized textbook into a form 
ready for publication, a student would have needed options to either buy a printed 
version at a bookstore, buy it online and download it, or buy a password to view it 
online. In each of these and other instances, it would have been obvious to one of 
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ordinary skill in the art at the time of invention that the completed customized textbook 
would have been stored, and specifically stored for future use as evidenced by offering 
it to students for a variety of purchase and viewing options as suggested by Primis . 

In regard to dependent Claim 2, Primis teaches searching said topics for a set 
of topics relevant to said subject (Pg. 7 user can scroll the web page (search) the 
holdings that are available within the subject previously chosen). 

In regard to dependent Claim 3, Primis teaches that said relevant topics are 
grouped in said virtual book by said categories (see Pg. 9 proposed customized 
textbook would show a layout (perhaps default) where topics are grouped by categories; 
e.g. Introduction to Law (Chapter 1) (category), topic Business Decision: Calling all 
Smokers (topic) and where the designer of the customized textbook would click Add to 
add topics perhaps sequentially as listed in the particular reference and by sequence of 
references chosen). 

In regard to dependent Claim 4, Primis fails to explicitly teach that said relevant 
topics within a first category are listed in the order of their relevance to said subject. 
However, Primis does allow the creator of the customized textbook to restructure the 
layout of the final textbook (see Pg. 9, graphic upper right options to review and 
resequence the content) and thus would have allowed the creator to structure the topics 
by relevance to the subject, or by other desired means capable with such an interface. 
Thus, it would have been obvious to one of ordinary skill in the art at the time of 
invention to restructure the layout of the customized textbook to order the topics to be 
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listed by their relevance to the subject providing the reader of the customized textbook a 
natural flow of ideas. 

In regard to dependent Claim 5, Primis teaches that said relevant topics within 
a first category are listed in the order they occur within the documentation (refer to the 
rejection of Claims 3-4 above, the creator using the interface of Pg. 9 can alter the 
topics to be ordered in any way available or desired). 

In regard to dependent Claim 6 (and similarly dependent Claim 19) and 7, 
Primis fails to explicitly teach identifying index entries in the documentation and said 
index entries are included in said virtual book. However, it would have been obvious to 
one of ordinary skill in the art at the time of invention to identify topics for an index and 
to incorporate the index into the final customized textbook as these functions were 
typically performed with respect to most publications produced, regardless of how they 
are produced as a means to allow a user of the customized textbook to locate topics of 
interest without having to manually search the entire content of the book for those 
topics. 

In regard to dependent Claim 8, refer to the rejections of Claims 4 and 5, where 
sorting said relevant topics according to their relevance to said topic would have been 
taught by Primis along the lines of the arguments presented in those rejections. 

In regard to dependent Claim 9 (and similarly dependent Claim 21), Primis 
teaches that said categories include one or more of the set of: concept, task, example, 
reference and troubleshooting (see Pgs. 6-12 for examples of categories relating 
concepts, examples, and other category types). 
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In regard to dependent Claim 10 (and similarly dependent Claim 20), Primis 
teaches identifying a characteristic of a viewer of said virtual book; and customizing said 
virtual book for the viewer on the basis of said characteristic in that a primary intention 
of Primis is to offer customized publishing for the purpose of producing course materials 
for students taking a particular course (Pgs. 1-3). Typically, courses are limited to a 
particular subject matter and topics within that subject matter are taught to students with 
a particular interest or need in the course being offered and taught. Thus, it would have 
been obvious to one of ordinary skill in the art at the time of invention to realize that an 
instructor would have used Primis to design and produce a customized textbook, 
keeping in mind the subject matter and interests of the students desiring or needing to 
use the course materials. 

In regard to dependent Claim 11, Primis teaches that said characteristic is a 
level of experience since a core feature of the Primis system is to allow an instructor to 
design and publish a customized textbook. The content of such a textbook would 
necessarily have been catered to the course being taught; whether the course was 
introductory or advanced. Thus, the characteristic of a level of experience would have 
had to be taken under consideration to provide course materials appropriate to the 
course level. 

In regard to dependent Claim 12, Primis teaches that said characteristic 
comprises a level of experience of the user and said customizing comprises omitting 
one or more of said categories from said virtual book since a core feature of the Primis 
system is to allow an instructor to design and publish a customized textbook. The 
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content of such a textbook would necessarily have been catered to the course being 
taught; whether the course was introductory or advanced. Thus, the characteristic of a 
level of experience would have had to be taken under consideration to provide course 
materials appropriate to the course level, and thus excluding content that was not 
appropriate for the experience level of the student taking the course. 

In regard to dependent Claim 13, refer to the rejections of Claims 1 1 and 12, 
where an employment role would imply a certain level of experience whether, for 
example, and employee was a new hire or a manager. Using Primis , the instructor of a 
course could have created a customized textbook, and in fact, different customized 
textbooks based on an employment role of a potential student. 

In regard to dependent Claim 18, Primis teaches a network server configured 
to present said virtual book to a user in that the customized textbooks are made 
available from a web site (Pgs. 6-12 show screen dumps of the customized content 
producing process via a web browser connected to the online Primis Custom Publishing 
site). 

Response to Arguments 

5. Applicant's arguments with respect to claims 1-21 have been considered but are 
moot in view of the new ground(s) of rejection. Applicant argues that the prior arts of 
Krulwich , Vaithvanathan and Husick fail to teach the limitations either alone or in 
combination. The Examiner respectfully agrees and withdraws the rejection. However, 
the Examiner now directs the Applicant to the prior art of Primis , which teaches the 
claimed limitations. Primis teaches a web site that allows an instructor to create 
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customized instruction materials for a class based on a database of titles, or their own 
material, or a combination thereof. 

Conclusion 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

7. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James H. Blackwell whose telephone number is 571- 

272- 4089. The examiner can normally be reached on Mon-Fri. 

9. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Heather R. Herndon can be reached on 571-272-4136. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 



Application/Control Number: 09/769,927 



Page 9 



Art Unit: 2176 

10. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 

James H. Blackwell 
01/17/2006 
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